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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FWHG IP HOLDINGS LLC,

Petitioner

v.

BR CONSULTING, INC.

Registrant-Respondent

Cancellation No. 92061236

Mark: MAGO CAFÉ

Registration No. 3,810,357

Date of Issue: June 29, 2010

RESPONDENT’S REPLY IN SUPPORT OF ITS MOTION FOR SUMMARY

JUDGMENT

Respondent BR Consulting, Inc. (“Respondent”) replies in support of Respondent’s Motion

for Summary Judgment.1

Petitioner FWHG IP Holdings LLC (“Petitioner”) has raised no genuine issues of material

fact that would prevent summary adjudication. Petitioner has introduced no evidence whatsoever

that use of the MAGO CAFÉ trademark (U.S. Reg. No. 3,810,357) (the “Mark”) was discontinued

for three consecutive years or was discontinued with intent not to resume use. It is Petitioner’s

affirmative burden to do so. Accordingly, Respondent’s Motion for Summary Judgment should be

granted.

1 Respondent inadvertently failed to mail to Petitioner a copy of its Opposition to Motion to Extend Discovery, filed on
December 31, 2015. Respondent offered Petitioner additional time to file a Reply. See Exhibit A to Petitioner’s
Response in Opposition to Respondent’s Motion for Summary Judgment. Petitioner has not responded to this offer.
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I. Undisputed Facts

It is undisputed that:

(1) Respondent obtained trademark Registration No. 3,810,357 for the mark MAGO

CAFÉ;2

(2) Respondent used the mark in connection with the MAGO CAFÉ restaurant until it

closed on August 31, 2012;3 and

(3) Respondent reopened the MAGO CAFÉ, on August 1, 2015 and continues to use the

Mark in connection with the restaurant.4

This cancellation action may be dismissed on these facts alone. The hiatus in use of the

Mark was less than three consecutive years, the period necessary to trigger a statutory presumption

of abandonment under 15 U.SC. § 1127. Consequently, Respondent benefits from a presumption

of trademark validity and the burden falls on Petitioner to prove an intent to abandon.5

Petitioner has not introduced any evidence whatsoever that would indicate an intent to

abandon the Mark. Petitioner has not met its burden of proof. Indeed, the facts Respondent cites in

its Motion for Summary Judgment establish there was no intent to abandon the mark and remain

undisputed. The restaurant was in fact reopened, the restaurant equipment was kept for future use

and a written business plan and a written lease preceded the reopening of the restaurant.

Petitioner has not raised a genuine issue of material fact that warrants further proceedings in

this cancellation action.

2
See Respondent’s Motion for Summary Judgment, Exhibit A (Petitioner’s Response to Requests for Admission Nos. 1

and 2).
3

See Respondent’s Motion for Summary Judgment, Exhibit E (Respondent’s Answer to Interrogatory No. 1).
4

Id. See also August 2015 monthly sales summaries (BRC000437) and daily sales records (BRC003706-3709) and
September 2015 monthly sales summaries (BRC000438) and daily sales records (BRC003710-3722), which were
produced on November 6, 2015 as a supplemental Response to Petitioner’s Request for Production No. 1. The Request
and Response are attached to this Reply as Exhibit A.
5

Cerveceria Centroamericana, S.A. v. Cerveceria India, Inc., 892 F.2d 1021, 1023-24 (Fed. Cir. 1989).
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II. Legal Standard: Genuine Issues of Material Fact

“On a motion for summary judgment, facts must be viewed in the light most favorable to

the nonmoving party only if a there is a genuine dispute as to those facts. When the record taken as

a whole could not lead a rational trier of fact to find for the nonmoving party, there is no genuine

issue for trial.” Ricci v. DeStefano, 557 U.S. 557, 586 (2009) (citations omitted).

Petitioner must show a genuine issue of material fact.

When the moving party has carried its burden under [Fed. R. Civ. P.] 56(c), its
opponent must do more than simply show that there is some metaphysical doubt as
to the material facts… In the language of the Rule, the nonmoving party must come
forward with specific facts showing that there is a genuine issue for trial.

Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574, 586-587 (1986) (citations
omitted) (emphasis in original).

Petitioner admits that to cancel Respondent’s Mark Petitioner must allege and prove by a

preponderance of the evidence that Respondent’s use of the Mark was discontinued for at least

three consecutive years, or that Respondent discontinued use of the Mark without an intent to

resume use.6 The burden is on Petitioner to produce evidence indicating there is a genuine issue of

material fact for trial.7 Petitioner has not done so.

Petitioner must supply evidence affirmatively indicating the Mark was abandoned—

discontinued with no intent to resume use. Petitioner has presented no facts or evidence of any

kind that could lead a rational trier of fact to find for Petitioner.

Respondent has carried its burden under Fed. R. Civ. P. 56(c) to produce evidence

supporting its assertion that the Mark was not abandoned. Summary judgment for Respondent is

warranted.

6
See Petitioner’s Response in Opposition to Respondent’s Motion for Summary Judgment, pg. 10, ¶ 1; pg. 15, ¶ 2.

7 “[W]here the nonmoving party will bear the burden of proof at trial on a dispositive issue, the nonmoving party bears
the burden of production under Rule 56 to designate specific facts showing that there is a genuine issue for trial
(internal quotation marks omitted)).” Ricci v. DeStefano, 557 U.S. 557, 586 (2009) (quoting Celotex Corp. v. Catrett,
477 U. S. 317, 324 (1986)).
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III. Argument

1. Respondent has met its burden under Fed. R. Civ. P. 56(c).

Fed. R. Civ. P. 56(c)(1) defines the materials a party may rely upon to assert a fact

genuinely cannot be disputed.8 Respondent is not required to rely exclusively on a declaration to

meet this standard. Respondent has properly relied on documents, Interrogatory answers,

admissions and disclosures introduced into the record to establish the undisputed facts.

Beginning in May of 2015 (before the restaurant reopened), Respondent has produced over

3,000 pages of evidence indicating the use of the Mark was neither discontinued for at least three

consecutive years, nor discontinued without intent to resume.9

In its Response in Opposition to Respondent’s Motion for Summary Judgment, Petitioner

asserts evidentiary objections to a handful of the documents Respondent has produced. 10

Petitioner now asserts “additional discovery [is] necessary and sought,”11 yet Petitioner requested

no depositions or additional discovery to acquire such information during the discovery period.12

Even if the disputed evidence is excluded from the analysis,13 extensive evidence remains to

8 Fed. R. Civ. P. 56(c)(1) states the flowing:
Supporting Factual Positions. A party asserting that a fact cannot be or is genuinely disputed must support the

assertion by:
(A) citing to particular parts of materials in the record, including depositions, documents, electronically stored
information, affidavits or declarations, stipulations (including those made for purposes of the motion only),
admissions, interrogatory answers, or other materials; or
(B) showing that the materials cited do not establish the absence or presence of a genuine dispute, or that an
adverse party cannot produce admissible evidence to support the fact.

9 This evidence is summarized in Respondent’s Motion for Summary Judgment, pgs. 2-3, and includes but is not
limited to a license agreement, lease agreement, photographs of kitchen machinery that was maintained in storage, café
menus, Facebook screenshots, a January 2015 business plan, a July 2015 business license, lease payment schedules,
sales figures and monthly sales summaries for the August 2010-August 2012 and August-September 2015 time periods,
and photographs of MAGO CAFÉ signage.
10 Specifically, Petitioner objects to evidence of Respondent’s other trademark registrations, the 2010 License
Agreement (BRC000385-395), the 2012 Menu (BRC000380-384), the 2012 MAGO CAFÉ sign photograph
(BRC000402), and photographs of the kitchen machinery Respondent placed into storage (BRC000001-3). See

Petitioner’s Response in Opposition to Respondent’s Motion for Summary Judgment, pgs. 4-5.
11 Petitioner’s Response in Opposition to Respondent’s Motion for Summary Judgment, pg. 6, ¶ 1.
12 The discovery period had only 28 days remaining when Petitioner filed a motion to extend discovery.
13 Respondent disputes the objections to the unrebutted documentary evidence, which includes business records, lease
agreements, sign photographs, café menus, and signed agreements, but this motion does not require resolution of the
objections raised.
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support the presumption of no abandonment, which still applies. Respondent closed the MAGO

CAFÉ on August 31, 2012 and reopened the MAGO CAFÉ on August 1, 2015, before the three

year period had run.

The record before the Board establishes Respondent did not discontinue use of the Mark

for three or more consecutive years. Petitioner and Respondent acknowledge that use of the Mark

ceased on August 31, 2012,14 and Respondent has provided ample admissible evidence that use of

the Mark resumed on August 1, 2015, before the three year period of consecutive nonuse had

run.15 Petitioner did not request the exclusion of this evidence in its Response in Opposition.16

Petitioner must do more than suggest a “metaphysical doubt” regarding some of the facts

and evidence Respondent has supplied—Petitioner must come forward with specific facts that

establish a genuine issue regarding nonuse with an intent to abandon.17

2. Petitioner, as the party bearing the burden of proof at trial of the dispositive

issue of trademark abandonment, has not met its burden of production under Fed. R. Civ. P.

56 to introduce specific facts showing there is a genuine issue for trial.

Petitioner admits it must allege and prove by a preponderance of the evidence that

Respondent’s use of the Mark was discontinued for at least three consecutive years, or

discontinued without intent to resume, to prevail on the cancellation action at trial.18 Because

Petitioner bears this burden of proof—and has acknowledged it does so—Fed. R. Civ. P. 56 places

14
See Petitioner’s Response in Opposition to Respondent’s Motion for Summary Judgment, pg. 1, ¶ 2.

15
See Exhibits E, H, and I of Respondent’s Motion for Summary Judgment. See also Exhibit A to this Reply, August

2015 monthly sales summaries (BRC000437) and daily sales records (BRC003706-3709) and September 2015 monthly
sales summaries (BRC000438) and daily sales records (BRC003710-3722).
16

See Respondent’s Motion for Summary Judgment, ¶ 5 and its Exhibit E, Respondent’s Answer to Interrogatory No.
1. In its Response in Opposition, Petitioner specifically objected to the facts stated in ¶¶ 2, 3, and 7 of Respondent’s
Motion for Summary Judgment and the corresponding Exhibits thereto, without objecting to the facts stated in ¶ 5. See

Petitioner’s Response in Opposition to Respondent’s Motion for Summary Judgment, pg. 5, ¶ 2.
17

See Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574, 586 (1986).
18

See Note 6 above.
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the burden of production on Petitioner to designate specific facts showing there is a genuine issue

for trial in order to prevent entry of summary judgment.19

Petitioner has introduced no such evidence at any point in the proceedings. When asked

during discovery to state facts upon which Petitioner relied when it contended the Mark was

abandoned, Petitioner responded merely that “it conducted Internet searches and investigations

relative to MAGO CAFÉ,” which revealed the restaurant had closed on August 31, 2012 “and

possibly even earlier,” allegedly without evidencing an intent to reopen.20 No evidence supports a

closing date earlier than August 31, 2012, a reopening date later than August 1, 2015, or lack of

intent to reopen.

Instead, Petitioner alleges that 600 square feet is “hardly a sufficient size for a

restaurant,”21 without offering any evidence as to why 600 square feet insufficient to run a food

service business that makes use of the Mark. Petitioner also offers no evidence of any kind to

suggest that Respondent’s current use of the MAGO CAFÉ Mark would not qualify under

“restaurant and café services; catering services,” the services identified by the MAGO CAFÉ

trademark Reg. No. 3,810,357, or that Respondent’s use of the Mark would not qualify as

commerce which may lawfully be regulated by Congress and trademark law.22 Unsubstantiated

allegations of this type do not create a genuine dispute of material fact.

Nor does Petitioner’s unsubstantiated questioning of whether Respondent’s August 2015

sales activity “[serves] as a bona fide use of a mark in the ordinary course of trade.” 23

19
See Ricci v. DeStefano, 557 U.S. 557, 586 (2009).

20
See Petitioner’s Response to Respondent’s Interrogatory No. 1, attached to this Reply as Exhibit B.

21 Petitioner’s Response in Opposition to Respondent’s Motion for Summary Judgment, pg. 8, numbered ¶ 6.
22 A single-location restaurant’s commerce is sufficiently significant as to be regulated by Congress and the Lanham
Act when it affects interstate commerce in some capacity. See Larry Harmon Pictures Corp. v. Williams Rest. Corp.,
929 F.2d 662, 666 (Fed. Cir. 1991). Respondent’s use of the Mark in Sedona, Arizona, a city well known to attract
visitors and tourists from across the nation, affects commerce to the necessary degree to be regulated by Congress.
Petitioner offers no evidence of any kind otherwise.
23 Petitioner’s Response in Opposition to Respondent’s Motion for Summary Judgment, pg. 16, ¶ 1.



7
11376331/011664.0034

Abandonment under 15 U.SC. § 1127 “requires complete cessation or discontinuance of trademark

use.” 24 Nominal or limited commercial sales, if made in good faith and in appropriate

circumstances, are sufficient to avoid abandonment.25 Respondent has previously produced and

entered into the record full August and September 2015 monthly sales summaries and daily sales

records that indicate the resumption of business under the MAGO CAFÉ mark occurred on August

1, 2015 and a subsequent increase in monthly sales followed in September.26 Respondent can

hardly be faulted for failing to achieve the level of monthly sales it enjoyed in 2012 in its first

month of reopening in August 2015, and the circumstances indicate Respondent’s sales reflect the

bona fide good faith sales of a café resuming business after a hiatus. Again, Petitioner introduces

no evidence to suggest otherwise.

Finally, Petitioner also misstates the applicable legal standard. Petitioner alleges that

“Respondent, as the party moving for summary judgment dismissing the claims of abandonment,

must establish continuous use of its marks for all of the goods and services named in the

registration, or specific activities undertaken during the period of non-use or special circumstances

which excuse non-use,” 27 and cites generally Cerveceria India Inc. v. Cerveceria Centro-

americana, S.A, 10 U.S.P.Q.2d 1064 (TTAB 1989) to make this point. However, nowhere in its

opinion does Cerveceria address motions for summary judgment or state that a cancellation

proceeding respondent moving for summary judgment must affirmatively establish continuous use

of its marks in order to prevail on the motion. This is not the standard. As stated above,

24
Electro Source, LLC v. Brandess-Kalt-Aetna Grp., Inc., 458 F.3d 931, 938 (9th Cir. 2006) (emphasis in original).

25
Id. at 939. See also Carter-Wallace, Inc. v. P&G Co., 434 F.2d 794, 804 (9th Cir. 1970) (“Even a single instance of

use is sufficient against a claim of abandonment of a mark if such a use is made in good faith”).
26

See Exhibit A to this Reply, August 2015 monthly sales summaries (BRC000437) and daily sales records
(BRC003706-3709) and September 2015 monthly sales summaries (BRC000438) and daily sales records (BRC003710-
3722).
27 Petitioner’s Response in Opposition to Respondent’s Motion for Summary Judgment, pg. 10, ¶ 1.
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Petitioner, who bears the burden of proof at trial, must designate specific facts showing a genuine

issue for trial to survive summary judgment. Petitioner has not done so here.

Conclusion

No genuine issues of material fact currently exist. Accordingly, summary judgment should

be granted, dismissing Petitioner’s Petition for Cancellation.

Respectfully submitted this 7th day of March, 2016.

By: /Ray K Harris/

Ray K. Harris, Esq.
Stacie K. Smith, Esq.
Blake Atkinson, Esq.
FENNEMORE CRAIG
2394 East Camelback Road
Suite 600
Phoenix, AZ 85012
Tel: (602) 916-5000
Fax: (602) 619-5999
email: ip@fclaw.com

Attorneys for Respondent
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served via certified

mail and email to:

Boris Umansky
Ladas & Parry LLP
224 S. Michigan Avenue, Suite 1600
Chicago, IL 60604
bumansky@ladas.net

Respectfully submitted this 7th day of March, 2016.

/s/Vicki Morgan

Vicki Morgan








































































